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1 . This opinion contains indications relating to the following itemst" 

Basis of the opinion . ^ 

Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 43bis. l(a)(i) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 
Certain observations on the international application 

2. FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the 
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an 
Authority other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66. \bis(b) 
that written opinions of this International Searching Authority will not be so considered. 

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the 
IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing 
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later. 
For further options, see Form PCT/ISA/220. 

3. For further details, see notes to Form PCT/ISA/220. 
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International application No. 
PCT/US05/03429 


Box No. I Basis of this opinion 


1. With regard to the language, this opinion has been established on the basis of the international application in the language in which it 
was filed, unless otherwise indicated under this item. 


I | This opinion has been established on the basis of a translation from the original language into the following language 
which is the language of a translation furnished for the purposes of international search (under Rules 12.3 and 23.1(b)). 


2. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed 
invention, this opinion has been established on the basis of: 


a. type of material 




I 1 a sequence listing * 




I | table(s) related to the sequence listing 




b. format of material 




1 1 in written format 




I | in computer readable form 




c. time of filing/furnishing 




1 1 contained in international application as filed. 




I 1 filed together with the international application in computer readable form. 


I | furnished subsequently to this Authority for the purposes of search. 


3. Q In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto has been filed 
or furnished, the required statements that the information in the subsequent or additional copies is identical to that in the 
application as filed or does not go beyond the application as filed, as appropriate, were furnished. 


4. Additional comments: 
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Box No. V Reasoned statement under Rule 43 ££s.l(a)(i) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 



1. Statement 

Novelty (N) Claims Please See Continuation Sheet YES 

Claims Please See Continuation Sheet NO 

Inventive step (IS) Claims Please See Continuation Sheet YES 

Claims Please See Continuation Sheet NO 

Industrial applicability (IA) Claims Please See Continuation Sheet YES 

Claims Please See Continuation Sheet NO 



2. Citations and explanations: 

Claims 1-17,25-340,44-71, 115-121, 126-134, 136-140, 144-145 and 153-156 lack inventive steps under PCT Article 33(3) as being 
obvious over Sekiya et. al. (US patent 5,847,243) in combination with Fernandez et. al. (US 5,045,634) further in view of Sakyu et. 
al.(US 6,235,95 1 BI); Hideo (Journal of Fluorine Chemistry, 12 1, 2003, 1 1 1-130) and Hideo et. al.(Journal of Fluorine Chemistry, 79, 
1996, 149-155) 

Applicants recites a production process comprising halogenating an alkyl reactan with a halogenating agent within a reactor to form a 
halogenated compound Th 

Skiya et. al. (US patent 5,847,243) and Fernandez et. al. (US patent 5,045,634) teach aprocess of halogenating an alkyl reactant with a 
halogenating agent within a reactor to form a halogenated compound. 

The difference between Skiya et. al. and the claims of the instant application is that the reactor of the instant application requires glass 
wall whereas Skiya et. al. is silent on whether the reactor has a glass wall or not. 

Additionally, the claims of the instant application recites potassium fluoride and iodine as the halogenating, whereas Skiya et. al. teach 
hydrogen fluoride and iodine as the reducing agent. 

Potassium iodide is more ionic and easier to break and release the iodide for ion to react than the iodide ion from hydrogen iodide. 
Further more, using a reactor with an interior glass wall makes it easier and less expensive to clean the reactor at the end of a reaction. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the invention was made to have been motivated to 
substituted potassium iodie for hydrogen iodide or a reactor with an interior glass wall for any other reactor. One would have been 
motivated to do so in order to increase the yield and to save the cost of cleaning the reactor at the end of a reaction. 
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Supplemental Box 

In case the space in any of the preceding boxes is not sufficient. 



V. 1. Reasoned Statements: 1JJ(li/ 
The opinion as to Novelty was positive (Yes)with respect to claims 18-24,41^3,72-80,100,102,106-114,122-125,135,141-143,146- 

152,157-167 and 198 

The opinion as to Novelty was negative (No) with respect to claims NONE 

The opinion as to Inventive Step was positive (Yes)with respect to claims NONE 

The opinion as to Inventive Step was negative(NO) with respect to claims NONE 

The opinion as to Industrial Applicability was positive (YES) with respect to claims NONE 

The opinion as to Industrial Applicability was negative(NO) with respect to claims NONE 
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